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REMARKS 

Claims 287-303 were rejected under 35 U.S.C. 102(b), as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Katsilometes US 5,730,714. The Examiner 

stated the following: 

Katsilometes discloses nonmetallic tetrapyrrole molecules to 
catalyze the production of light chemiluminescence. The addition of 
an electron transport facilitator, a surfactant, a carbohydrate, and a 
chelating agent to the signal solution increases the output of light. 
These tetrapyrrole molecules are used alone or attached to haptens or 
macromolecules and are utilized as labels in the preparation of 
chemiluminescent, homogenous or heterogenous assays. The term 
attached can be viewed as being inclusive of a carbon-carbon linkage. 
They are also used in conjunction with other chemiluminescent label 
molecules to produce multiple analyte chemiluminescent assays. 
(Abstract, col. 9-1, for example). The analyte can be a nucleic acid, 
hapten, vitamins, hormones, drugs, chemicals, which can comprise 
hydroxyl, amine, sulfhydryl, or any of the reactive groups as listed in 
the instant claim 289 for example (col 11, lines 37-60, col. 12, lines 
13-25). 

Claims 289-295, 300-303 have added functions which the prior art 
has not analyzed such as the specific reactive group; but given the 
above 102 rejection analysis substantiating the basic characterization 
of the composition of the invention being the same as the reference, 
these added characteristics are presumed to be inherent in the prior art 
composition as described above. 

As it is pointed in In re Fitzgerald (205 USPQ), page 594, 2 nd col., 
1 st full paragraph, supports the shifting of the burden of proof to the 
applicant that the instantly claimed invention is novel and unobvious 
over the prior art. Since both the prior art and the instant application 
prepare and use composition which appeared to be identical for 
labeling methods. The prior art therefore suggests that the 
composition therein disclosed is effective in such methods therefore 
suggesting the instant application under 35 U.S.C. § 103(a). 

Applicants respectfully traverse this rejection. 
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The claims have been amended to include the limitation that the reactive group is 
attached directly or indirectly to any one of the four non-pyrrole positions of nonmetallic 
porphyrin. Therefore, the amended claims are not anticipated by, or are obvious over 
Katsilometes U.S. 5,730,714 ('the '714 Patent") because the '714 Patent uses deuteroporphyrin 
IX-2HC1, also referred to as DPIX. As shown in the enclosed copy of a page from an exemplary 
catalogue illustration (attached herein as Exhibit 3), DPIX has reactive carboxyl groups attached 
to the pyrrole groups (the five-membered rings of the porphyrin). There is no description or 
teaching for the use of a porphyrin with the reactive groups in the non-pyrrole positions in the 
'714 Patent. 



Enz-61(D5) 



Jannis Stavrianopoulos et al. 
Serial No.: 10/763,088 
Filed: January 22, 2004 

Page 9 Reply To February 9, 2007 Office Action - August 8, 2007 



SUMMARY 



Applicants have amended the claims to address the aforementioned anticipation rejection. 
Therefore, the claims are in proper condition for further examination. In view of the foregoing 
remarks, Applicants respectfully request reconsideration and withdrawal of the rejections of 
record and further examination of the amended claims. These claim amendments have not 
resulted in the addition of new matter. Early and favorable action is respectfully requested. 

No other fee or fees are believed due in connection with this paper. In the event that any 
fee or fees are due, however, the United States Patent and Trademark Office is hereby authorized 
to charge any such fee or fees to Deposit Account No. 05-1 135, or to credit any overpayment 



If a telephone conversation would further the prosecution of the present application, 
Applicants' undersigned attorney requests that she be contacted at the number provided below. 



ENZO LIFE SCIENCES, INC. 
c/o ENZO BIOCHEM, INC. 
527 Madison Avenue, 9 th Floor 
New York, New York 10022-4304 
Telephone: (212) 583-0100 
Facsimile: (212) 583-0150 

al/USProsecution/Enz-61(D5).amendment.8.8.07 



thereto. 



Respectfully submitted, 




Natalie Bogdanos (J 
Registration No. 51,480 
Attorney for Applicants 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims287-303 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Katsilometes US 5,730,714. 
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Katsilometes discloses nonmetallic tetrapyrrole molecules to catalyze the 
production of light by chemiluminescence. The addition of an electron transport 
facilitator, a surfactant, a carbohydrate, and a chelating agent to the signal solution 
increases the output of light. These tetrapyrrole molecules are used alone or attached to 
haptens or macromolecules and are utilized as labels in the preparation of 
chemiluminescent, homogeneous or heterogeneous assays. The term attached can be 
viewed as being inclusive of a carbon-carbon linkage. They are also used in conjunction 
with other chemiluminescent label molecules to produce multiple analyte 
chemiluminescent assays. (Abstract, col. 9-1 , for example). The analyte can be a 
nucleic acid, hapten, vitamins, hormones, drugs, chemicals, which can comprise 
hydroxyl, amine, sulfhydryl, or any of the reactive groups as listed in the instant claim 
289 for example (col 1 1 , lines 37-60, col. 12, lines 13-25). 

Claims 289-295, 300-303 have added functions which the prior art has not 
analyzed such as the specific reactive group; but given the above 102 rejection analysis 
substantiating the basic characterization of the composition of the invention being the 
same as the reference, these added characteristics are presumed to be inherent in the 
prior art composition as described above. 

As it is pointed in In re Fitzgerald (205 USPQ), page 594, 2nd col., 1st full 
paragraph, supports the shifting of the burden of proof to the applicant that the instantly 
claimed invention is novel and unobvious over the prior art. Since both the prior art and 
the instant application prepare and use composition which appeared to be identical for 
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labeling methods. The prior art therefore suggests that the composition therein 
disclosed is effective in such methods therefore suggesting the instant application under 
35 U.S.C. § 103(a). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jezia Riley whose telephone number is 571 -272-0786. 
The examiner can normally be reached on 9:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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